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Final Office Action on the Merits 

1 . The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claim Rejections -35 USC §103 

2. The rejection of claim 2 under 35 USC 103(a) over Webber et al. (US 
5,563,220), Sanghvi et al. (US 6,239,220), Stockel et al. (US 4,031,110) and Nagle et 
al. in combination is made moot by the cancellation of the instant claim. 

3. The rejection of claims 1 and 3-5 under 35 USC 1 03(a) over Webber et al. 
(US 5,563,220), Sanghvi et al. (US 6,239,220), Stockel et al. (US 4,031,110) and 
Nagle et al. in combination is maintained. 

Applicant argues the cited art lacks motivation to combine. According to 
applicant, (a) Webber does not teach or suggest adding an amide containing catalyst to 
the reaction; (b) Stockel and Nagle do not provide disclosures for said addition in the 
context of the claimed invention; (c) the process taught by Stockel is nonanalogous 
because the cited reference teaches the production of 3,3-bis(chloromethyl)oxetane; (d) 
Nagle teaches away from the use of polar solvents as recited by the instant claims and 
(e) the use of Sanghvi is improper because the reference teaches a process for the 
recovery of triarylmethyl halide protecting groups that were cleaved during 
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oligonucleotide synthesis. Applicant's argument was considered but not persuasive for 
the following reasons. 

In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). 

The claimed invention is a process for converting a supported trityl alcohol to the 
corresponding trityl chloride by (a) dispersing an organic solvent and a supported trityl 
alcohol in a reaction vessel; (b) adding an amide containing catalyst to said vessel; (c) 
adding a halogenating agent to said vessel and (d) filtering and draining each step and 
obtaining the corresponding supported trityl chloride. 

Each of the cited prior art teaches a process for converting an alcohol group to a 
halide group in the presence of a halogenating agent and, thus, each is analogous art 
(see the portion of each cited in the previous Office Action). 

The process taught by Webber differs from the claimed process in the absence 
of the addition of an amide containing catalyst. However, each of Stockel and Nagle 
teaches the combination of an amide and a halogenating agent in the conversion of an 
alcohol to the corresponding halogenated compound. In addition, Nagle teaches the 
addition of an amide containing compound accelerates the reaction through the 
Vilsmeier-Haack type complex. Thus, the addition of an amide catalyst to the process 
taught by Webber would be prima facie obvious. Sanghvi, in addition to its teaching of 
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a process for the conversion of an alcohol to the corresponding halogenated compound, 
was utilized for the teaching of equivalence between the different halogenating agents 
taught by the other cited references. 

Applicant also argues Nagle teaches away from the use of polar solvents. It is 
noted that the reference teaches nonpolar solvents are preferred and not that the 
reaction would not run in the presence of polar solvents. In addition, Webber and 
Sanghvi teach the use of polar solvents. Therefore, the use of polar solvents would be 
obvious to the skilled artisan in the art. 

Lastly, applicant argues Stockel teaches N,N-disubstituted formamides as a 
reagent in the reaction and not as a catalyst. However, the classification of the 
compound is irrelevant. The relevant issue is the teaching by Stockel of a process of 
converting an alcohol to the corresponding halogenated compound utilizing a reagent 
formed by reacting said N,N-disubstituted formamide with a halogenating agent. It 
should be noted that Nagle teaches a similar process and the fact that said N,N- 
disubstituted formamide is a catalyst. 

For these reasons and those given in the previous Office Action, the rejection of 
claims 1 and 3-5 under 35 USC 103(a) over Webber et al. (US 5,563,220), Sanghvi et 
al. (US 6,239,220), Stockel et al. (US 4,031 ,110) and Nagle et al. in combination is 
maintained. 
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Conclusion 

4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Telephone Inquiry 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Barbara P. Badio, Ph.D. whose telephone number is 
571-272-0609. The examiner can normally be reached on M-F from 6:30am-4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreenivasan Padmanabhan can be reached on 571-272-0629. The fax 
phone number for the organization where this application or proceeding is assigned is 
571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval. (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
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